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SAME 

RESPONSE TO RESTRICTION REQUIREMENT 

Mail Stop AMENDMENT 
Commissioner for Patents 
POBox 1450 

Alexandria, VA 22313-1450 
Sir: 

In response to the Office Action dated July 2, 2004, and the telephonic 
clarification thereof on July 19, 2004, the Applicant elects the claims of group I 
consisting of claims 1-7. This election is made with traverse. 

Claim 8 is indeed a subcombination of claim 1; however, the preamble 
of claim 8 limits the positively recited apparatus to use "in combination with a 
bladeless shear;" i.e., the very same application which is positively recited in claim 1. 
In addition, claim 1 recites the drive apparatus in "means plus function" terms and, 
according to 35 U.S. C. §1 12 paragraph 6, this recitation must be construed to cover 
the corresponding structure and equivalence thereof. Claim 8 simply recites one of 
the corresponding structures. Therefore, while there is a scope difference between 
claims 1-7 and claim 8, examination of one would necessarily cover all of the subject 
matter of the other and a decision in favor of allowability of claim 1, for example, 
would necessitate a similar decision with respect to claim 8. 

All of the same arguments apply to claims 1 and 9. In the telephone call 
of July 19, 2004, the Examiner explained that the paragraph numbered 3 in the Office 
Action contained an error; the number II should be III. 

For the reasons set forth above, it is respectfully submitted that the 
restriction requirement places form above substance and imposes or threatens to 
impose a needless expense burden on Applicant to maintain two or even three 
possible patents during their commercial lifetime. 



Even if the inventions in classes I 3 II, and III were directed to 
independent inventions, they are clearly related such that no separate searching for 
these inventions would be required: "If the search and examination of an entire 
application can be made without serious burden, the Examiner must examine it on the 
merits, even though it includes claims to independent or distinct inventions." (MPEP 
§ 803.) 

For these reasons, reconsideration of the restriction requirement and an 
action on the merits of all the claims is respectfully requested. 
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